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daims 1-4 are pMding in the appGcation. 



Refections under 35 U,S-C. g 103la^ 



Claims 1-4 stand rejected under 35 U.S.C. § 103(a) as being obvious over 
U.S. Patent No. 5.243,012 to Wicks et al. (hereinafter "Wicl<s'), 5,236,741 to 
Zwiener et al. (hereinafter Zwiener '741 "). or 5,1 26.1 70 to Zwiener et ai. (hereinafter 
Zvwener •170"). 

The present invention is directed to an aspartate of the formula; 



X represents an m-valent organic residue obtained by rBmo>rtng the 
primary amino group or groups from a mono or polyamine which has 
(cyc1o)aHphatioally bound amirK> groups and a number average 
molecular weiglrvt of 60 to 8000, and which may contain further 
functional groups that either are reactive with isocyanate groups or are 
inert to isocyanate groups at temperatures of up to lOO'^C, 

Ri and Rz may be identical or different and represent hydrogen or organic 
groups which are inert towards isocyanate groups at a temperature of 
lOO^C orless* 

R3 and R4 may be identical or different and represent organic groups which 
am inert towards isocyanate groups at a temperature of 1 00*^C or less, 
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Re repiBSGnts a member selected from the group consisting of 

C2H4, CsHe and C5H10, 
a and b repiBsent integers of from 1 to 5, provided that the sum of a and b is 

from 2 to 6 and 

X is 1 when Rs represents C2H4 or CaHe and represents 0 when Rg represents 
CsHiO' 



Wicks discloses a coating composition for the preparation of a polyurea 
coating which contains a) a poiyisocyanate component, b) at least one compound 
corresponding to the formula I 



where X represents an organic group which has a valency of n and is inert towards 
isocyanate groups at a tempereture of 100*^0 or less, and may be Identical or 
different and represent organic groups which are inert towards isocyanate groups at 
a temperature of lOO^C or less, and R*may be identical or different and 
represent hydrogen or organic groups which are Inert towards isocyanate groups at 
a temperature of 100^*0 or less and n represents an integer with a value of at least 2, 
and c) 0.001 to 5 weight percent based on the weight of components a) and b), of a 
tin(lV) compound which is a catalyst for the reaction between Isocyanate groups and 
hydroxyl groups. 

The Examiner suggests that Wicks discloses a compound according to 
formula (I) based on the reaction product of primary amines vwth maleic or fumahc 
acid esters- The Examiner admits that Wicks does not disclose the formula of 
present Claim 1 , but suggests that the disclosure of reaction products of primary 
polyamines with maleic or fumaric acid esters and the use of polyether polyols 
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suitable for the preparation of isocyanate groups containing prepolymers would 
make it cAvioue to prepare the claimed aapartate. Applicants respectfully request 
reconsideration. 

In WickB, the group -X is inert towards isocyanate groups. The 
corresponding group in the presently claimed aspartate is -X[NHC(0)(0)xR50H]a^ 
As one skilisd In the art will readily recognize, the hydroxyl groups in the presently 
claimed structurs witl readily react with isocyanate groups. Thus, the presently 
claimed aspartate does not contain a group X that Is inert towards isocyanate gn^ups 
as required in Wicks. 

Further, because Wicks requires a stmcture Inert towards Isocyanate groups 
and the present invention claims a structure that is reactive with isocyanate groups, 
Wicks teaches away from the present Invention and cannot render Claims 1-4 
otivtous. 

The Examiner, in response to the above arguments, states that **the aspartate 
of the claimed fonnula must be consWered inherent In the prior art with the clamed 
definltk^ns of each variation.'* Applicants request reconsideration. 

The Examiner appears to have taken the disclosure in Wicks out of context. 
As indicated ^x>ve, Wteks cleariy requires that X represents an organic group which 
is inert towards isocyanate groups. For tfie Examiner to interpret Wicks in a way 
that is contrary to this statement cleariy is not consistent with the disclosure in 
Wteks. 

MPEP § 706.02Q) slates (citing In re Vaeck . 947 F^d 488, 20 USPQ2d 1438 
(Fed. CIr. 1991)) that in order to establish a prima fade case of obviousness, three 
basic criteria must be met. Rrst, there must be some suggestton or motivation, either 
in the references themselves or in the knowledge generally available to one of 
ordinary skill in the art^ to modify the reference or to combine reference teachings. 
Second, there must be a reasonable expectation of success. Finally, the prior art 
reference (or references when combined) must teach or suggest all the claim 
limitations. The teaching or suggestion to make the claimed combination and the 
reasonable expectatton of success must both be found In the prior art and not based 
on applicant* s disclosure. 
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The Examiner has not provided any suggestion or motivation a$ to why one 
skilled in the art would disregard a basic premise in Wicks, i.e., that X represents an 
organto group which is Inert towards Isocyanate groups. Also, the Examiner has not 
provided any reasonable expectation of success for modifying Wicks as ha 
proposes. Thus, Wicks does not teach or suggest the claim limitation that X contain 
amino groups, le., groups that are reactive (not Inert) towards isocyanate groups. 

The Examiner indicates that Wicks discloses including polyether polyols. 
However, there is no disclosure in Wicks refuting the basic premise that X 
represents an organic group which Is inert towards Isocyanate groups, which 
teaches away from the present invention. 

As indicated above, the Examiner has failed to provide a pnma facto case of 
obviousness. 

For all of the reasons stated above, the rejection of Claims 1-4 under 35 
U.S.C. § 103(a) over Wicks shouki be withdrawn. 

Zwlener *741 and 170 

Zwiener '741 and '170 both disclose a process for preparing a polyurethane 
coating by coating a substrate with a coating composition containing a) a 
polyisocyanate component and b) an isocyanate-reactive component containing at 
least one compound corresponding to formula I 



where X represents an organic group which has a valency of n and is inert towards 

isocyanate groups at a temperature of 1 DC'C or less, and may be identical or 

different and represertt organic groups which are inert towards isocyanate groups at 

a temperature of lOO^C or less, and R^ may be identical or different and 

represent hydrogen or organk: groups which are inert towards Isocyanate groups at 

a tem|3erature of lOO^C or less and n represents an integer with a value of at least 2, 

and ouring the coating composition at a temperature of ''C or less. 
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The Examiner 9ugg99l8 that Zwiener '741 and '170 disclose a compound 
according to fonnuia (I) based on the reaction product of primary amines with maleic 
or fumaric acid asters. The Examiner admits that neither of Zwiener 741 or '170 
disclose the fonmula of present Claim 1 « but suggests that the disclosure of reaction 
products of primary polyamlnes with maleic or fumaric add esters and the use of 
polyether polyols suitable for the preparation of isocyanate groups containing 
prepolymers would make it obvious to prepare the claimed aspartate. Applicants 
respectfully request reconsideration. 

In Zwiener 741 and '170. the group -X is inert towards Isocyanate groups. 
The corresponding group in the presently claimed aspartate is -X[N-(CHdCH$OH)2]a. 
As one skilled in the art will readily recognize, the hydroxy! groups sn the presently 
claimed structure will readily react with isocyanate groups. Thus, the presently 
claimed aspartate does not contain a group X that Is inert towards isocyanate groups 
as required in Zwiener 741 or '170. 

The Examiner, In response to Applicants previous response, states that "the 
a^artate of the claimed formula must be considered inherent in the prior art with the 
claimed definitions of each variation." Applicants request reconskieration. 

The Examiner appears to have taken the disclosure in Zwiener 741 and '170 
out of context As irulicated above, Zwiener 741 and *170 clearly require that X 
represents an organks group which Is Inert towards Isocyanate groups. For the 
Examiner to interpret Zwiener 741 and '170 in a way that is contrary to this 
statement clearly is not consistent with the disclosure in Zwiener 741 and '170. 

MPEP § 7O6.O20) states (citing In re Vaeck. 947 F.2d 488. 20 USPQ2d 1438 
(Fed. CIr. 1991)) that in order to establish a prima facie case of ob^ousness» three 
basic criteria must be met. First there must be some suggestion or motivation, either 
in the references themselves or In the knov\^edge generally aveulable to one of 
ordinary skill in the art, to modify the reference or to combine reference teachings. 
Second, there must be a reasonable expectation of success. Finally, the prior art 
reference (or references when combined) must teach or suggest all the claim 
limitations. The teaching or suggestion to make the datmed combination and the 
reasonable expectation of success must both be found in the prior art and not based 
on applicant's disclosure. 
P07927 -e- 



PAGE 7/9 ' KVD AT 2f1f2005 2:15:25 PM [Eastern Standard Tlme^ 



FEB 01 2005 14:29 FR BPYER-PPTENT DEPT. 4127778364 TO 917038729306 P. 08/09 



The Examiner has not provided any suggestion or motivation as to why one 
ekiiled in the art would disregard a basic premise in Zwiener 741 and '170, Le., that 
X represents an organic group which is inert towards Isocyanate groups. Also, the 
Examiner has not provided any reasonable expectation of success for modifying 
Zwiener "741 and '170 as he proposes. Thus, Zwiener 741 and '170 do not taach or 
suggest the daim limitation that X contain amino groups, I.e., groups that are 
reactive (not inert) towards isocyanate groups. 

The Examiner indicates that Zwiener 741 and *170 disclose Including 
polyefrer polyols. However, there is no disclosure in Zwiener 741 or '170 refuting 
the basic premise that X represents an organic group which is inert towards 
isocyanate groups, which teaches away from the present invention. 

As indicated above, the Examiner has failed to provide a prima facie case of 
obviousness. 

For all of the reasons stated above, the rejection of Claims 1-4 under 35 
U.S.C. § 103(a) over Zwiener 741 and '170 should be withdrawn. 

CONCLUSION 

Applicants request reconsideration of the rejections and submit that the 
present application is in condition for allowance. 

For aii of the reasons indicated above, reconsideration of the rejections and a 
Notice of Allowance are respectfully requested for Claims 1 -4. If the Examiner Is of 
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the opinion that the present application Is in condition for other than allowance, he ie 
requeeted to contact the Applicants' agent at the telephone number given below so 
that additional changes to the ci^ms may be discuseed. 



Bayer MaterialSclence LLC 
100 Bayer Road 

Pittsburgh. Pennsylvania 15205-9741 
PHONE: (412-777-3897) 
FACSIMILE PHONE NUMBER: 

(412)777-3902 
8:\shared\kgb\^1976amf 
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Respectfully submitted* 
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